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DETAILED ACTION 

1 . Claims 1 -22 have been examined. 

2. Acknowledgement of papers filed: Amendment filed on 4/14/2005. The 
papers filed have been placed on record. 

Drawings 

3. The drawings are objected to because they fail to have numbers and 
reference characters that are plain and legible. See attached Notice of 
Draftsperson's Patent Drawing Review sheet. Corrected drawing sheets in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to 
avoid abandonment of the application. Any amended replacement drawing sheet 
should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of 
an amended drawing should not be labeled as "amended." If a drawing figure is 
to be canceled, the appropriate figure must be removed from the replacement 
sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to 
show the renumbering of the remaining figures. The replacement sheet(s) should 
be labeled "Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so 
as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any 



Application/Control Number: 09/897,870 Page 3 

Art Unit: 2183 

required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

Specification 

4. The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. Examiner 
withdraws the previous recommended title as applicant has pointed out that it 
only refers to one embodiment. However, the current title, "Method for 
Controlling the Program Run in a Microcontroller," is not, as the MPEP requires, 
"short and specific" Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 6-9, 17-18 and 21 are rejected under 35 U.S.G. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

7. Claim 6, line 1 on page 3 of the amended claims, states, "and a program 
executable on at least one microprocessor of the a microcontroller''. 

8. It is unclear whether "the microcontroller"' refers to a new and separate 
microcontroller or the microcontroller that was previously claimed, and therefore 
claim 6 and the claims that depend from claim 6 are indefinite. Appropriate 
correction is required. 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

1 0. Claims 1,2,3, 4, 6, 7,8,10,11,12,13.14,1 6-22 are rejected under 35 
U.S.C. 102(b) as being anticipated by Titherley, U.S. 4,489,414. 

11. As per claim 1 , Titherley teaches a method for controlling a run of a 
program executable on at least one microprocessor (8085A Microprocessor, 
figure 2) of a microcontroller, comprising the steps of: 

a. Reading in information regarding a hardware of the microcontroller 
from at least one information register of the microcontroller: Module 7, 
EPROM 2716, is an information register that contains initialization routines 
to configure ports 12 and 13, to cause the peripheral to start the disc drive 
motor, to cause the display to display different messages and to prompt 
the user, and to make the microprocessor wait for data to be entered via 
the keyboard. The routines that are read in are information regarding 
hardware of the microcontroller. [Column 4, lines 25-64] 

b. And actuating at least one switch via which the program run is 
controlled as a function of the information read in: The I/O ports 12 and 13 
are reconfigured by the information read in, which is an actuation of at 
least one switch. A signal is set to the peripheral to start the motor, which 
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is also an actuation of a switch. The displays are altered to display 
different messages, which is an actuation of a switch as well. Each of 
these is caused by the information read in and affect the way the program 
is controlled. [Column 4, lines 25-64] 

12. As per claim 2, Titherley teaches the method according to claim 1 , 
wherein: the information read in corresponds to at least one of the at least one 
microprocessor of the microcontroller and at least one additional component of 
the microcontroller. The information read in corresponds to the Ports 12 and 13, 
an additional component of the microcontroller, because the information is used 
for initializing them. [Column 4, lines 25-64] 

1 3. As per claim 3, Titherley teaches the method according to claim 1 , further 
comprising the step of: 

c. Controlling a run of a test program that is executable on the at least 
one microprocessor of the microcontroller of a testing device and is for 
testing at least one of an additional microcontroller of a control unit: The 
test program is for testing the peripheral (in the example, a disc drive). 
[Column 3, lines 4-5 and column 4, line 65 to column 5, line 40). 

d. And a control program exiecutable on at least one microprocessor 
of the additional microcontroller: The disc drive receives signals that 
make up commands from the microprocessor 8085A and I/O ports 12 and 
13. The disc drive executes the commands it receives, the commands 
therefore making up an executable control program. Microprocessor is 
defined as, "An integrated circuit that contains the logic elements for 
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manipulating data and for making decisions." (The Authoritative 
Dictionary of IEEE StandardsTerms, 7th ed.) The disc drive receives 
signals and decides how to handle the signals, i.e., start the motor, read, 
write, etc. The disc drive also writes data to different areas of a disc, 
sometimes overwriting old data, and therefore is manipulating data. 
Therefore, a disc drive inherently has a microprocessor, which is 
executing the control program. 

e. The controlling being performed as a function of information 
regarding a hardware of the additional microcontroller: The controlling 
being performed is a function of information entered by the user regarding 
the disc drive's hardware specifications. [Column 4, lines 46-64] 

14. As per claim 4, Titherley teaches the method according to claim 1 , further 
comprising the step of: 

f. Controlling a run of a control program that is executable on the at 
least one microprocessor of the microcontroller of a control unit: The user 
inputs information that controls the run of the control program that is 
executable on the microprocessor 8085A. [Column 4, lines 46-64] 

g. And is for controlling/regulating technical operations and processes: 
The control program receives information from the user about the 
specifications of the disc drive. This is for controlling communications with 
the disc drive, which are technical operations and processes. [Column 4, 
lines 46-64] 
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h. The controlling being performed as a function of the information 
regarding the hardware of the microcontroller. Communication with the 
peripheral occurs through ports 12 and 13, which was part of the 
information regarding the hardware of the microcontroller. [Column 4, 
lines 25-45] 

1 5. As per claim 6, Titherley teaches a control element for one of a control unit 
of an internal combustion engine, the control element including a microcontroller, 
and a testing device for testing at least one of the microcontroller, the control unit 
including the microcontroller, and a program executable on at least one 
microprocessor of a microcontroller, the control element comprising: 

-The "internal combustion engine" of the preamble is given no patentable 
weight because it is an intended use and has no further mention or 
disclosure in the body of the claim. 

i. A storage medium (Figure 2, 2716 EPROM) storing a program 
sequence that can be executed on a computing element (Figure 2, 
Microprocessor 8085A), the program sequence causing the computing 
element to: [Column 3, line 66 to column 4, line 6, column 4, lines 25 to 
column 5, line 14] 

j. Read in information regarding a hardware of the microcontroller 
from at least one information register of the microcontroller: EPROM 2716 
is made up of addressable memory locations (i.e., registers), which 
contain information regarding hardware of the microcontroller (all of figure 
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2 except the peripheral under test, module 8). [Column 4, lines 25 to 
column 5, lines 14] 

k. And actuate at least one switch via which a program run is 
controlled as a function of the information read in: The I/O ports 12 and 
1 3 are reconfigured as output ports based on the information read from 
module 7 (EPROM 2716), which is an actuation of a switch. [Column 4, 
lines 25-37] 

16. As per claim 7, Titherley teaches the control element according to claim 6, 
wherein: the computing element includes the at least one microprocessor: the 
computing element is Microprocessor 8085A. [Figure 2] 

1 7. As per claim 8, Titherley teaches the control element according to claim 6, 
wherein: the storage medium includes one of a read only memory and a flash 
memory: The storage medium is EPROM 2716. [Figure 2] 

1 8. As per claim 1 0, Titherley teaches a microcontroller, comprising: 

I. At least one microprocessor (8085A Microprocessor, figure 2) 

including a program that is executable on the at least one microprocessor: 

Multiple routines are executed by the microprocessor. [Column 3, lines 23- 

33, and line 66 to column 4, line 6, column 4, lines 25-64] 

m. At least one information register: EPROM 2716, (module 7), is 

contains addressable information. [Column 4, lines 25-50] 

n. An arrangement for reading in information regarding a hardware of 

the microcontroller from the at least one information register: EPROM 

2716 is made up of addressable memory locations (i.e., registers), which 
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contain information regarding hardware of the microcontroller (made up of 
all of figure 2 except the peripheral under test, module 8). [Column 4, 
lines 25 to column 5, lines 14] 

0. And at least one switch actuatable as a function of the information 
read in: The I/O ports 12 and 13 are reconfigured as output ports based 
on the information read from module 7 (EPROM 2716), which is an 
actuation of a switch. [Column 4, lines 25-37] 

p. And for controlling a run of the program executable on the at least 
one microprocessor: The I/O ports 12 and 13 are reconfigured as output 
ports based on the information read from module 7 (EPROM 2716), which 
are used for controlling a run of the program executable. Data is passed 
through the I/O that affects the control of the program. [Column 4, lines 25 
to column 5, line 40] 

19. As per claim 1 1 , Titherley teaches the microcontroller according to claim 

10, wherein: the information read in corresponds to at least one of the at least 
one microprocessor of the microcontroller and at least one additional component 
of the microcontroller: The information read in corresponds to the Ports 12 and 
13, an additional component of the microcontroller, because the information is 
used for initializing them. [Column 4, lines 25-64] 

20. As per claim 12, Titherley teaches the microcontroller according to claim 

1 1 , wherein: the information regarding the at least one additional component of 
the microcontroller includes information about at least one of an internal storage 
element, an analog/digital (A/D) converter, a digital/analog (D/A) converter, and 
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at least one databus: The information read in reconfigures the I/O ports 12 and 
13, which are used to communicate with the peripheral under test via data buses. 
The information read is about data buses because it determines how the ports 
are configured and therefore how the data buses will be used. [Figure 2, column 
4, lines 25-45 Column 3, lines 23-48] 

21 . As per claim 1 3, Titherley teaches the microcontroller according to claim 
10, wherein: the microcontroller is part of a testing device for testing at least one 
of an additional microcontroller, a control unit, and the program executable on the 
at least one microprocessor: The microcontroller shown in figure 2 (all 
components except Peripheral Under Test, module 8) is for testing peripheral 
devices, and the example microcontroller is a disc drive. [Column 4, line 25 to 
column 5, line 40] 

22. As per claim 14, Titherley teaches the microcontroller according to claim 
10, wherein: the microcontroller is part of a control unit for controlling/regulating 
technical operations and processes. The microcontroller is for testing and 
exercising external devices or running self-diagnostic routines, which are 
technical operations and processes. [Column 3, line 66 to column 4, line 6 and 
abstract] 

23. As per claim 16, Titherley teaches the method according to claim 2, 
wherein: 

q. The information regarding the at least one additional component of 
the microcontroller includes information about at least one of an internal 
storage element, an analog/digital (A/D) converter, a digital/analog (D/A) 



Application/Control Number: 09/897,870 Page 1 1 

Art Unit: 2183 

converter, and at least one databus: The information read in reconfigures 
the I/O ports 12 and 13, which are used to communicate with the 
peripheral under test via data buses. The information read is about data 
buses because it determines how the ports are configured and therefore 
how the data buses will be used. [Figure 2, column 4, lines 25-45 Column 
3, lines 23^8] 

24. As per claim 17, Titherley teaches the control element according to claim 
6, wherein: 

r. The information read in corresponds to at least one of the at least 
one microprocessor of the microcontroller and at least one additional 
component of the microcontroller: The information read in corresponds to 
the Ports 12 and 13, an additional component of the microcontroller, 
because the information is used for initializing them. [Column 4, lines 25- 
64] 

25. As per claim 18, Titherley teaches the control element according to claim 
17, wherein: 

s. The information regarding the at least one additional component of 
the microcontroller includes information about at least one o fan internal 
storage element, an analog/digital (A/D) converter, a digital/analog (D/A) 
converter, and at least one databus. The information read in reconfigures 
the I/O ports 12 and 13, which are used to communicate with the 
peripheral under test via data buses. The information read is about data 
buses because it determines how the ports are configured and therefore 
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how the data buses will be used. [Figure 2, cxDiumn 4, lines 25-45 Column 
3, lines 23-48] 

26. As per claim 19, Titherley teaches the method according to claim 1 , 
wherein 

t. The program run is controlled by one of activating and deactivating 
at least one of command sequences for specific features of the 
microcontroller and workarounds: (The testing program, once initialization 
is completed, allocates specific functions to the keys S1-S5. These test 
specific features of whatever peripheral is attached to the testing device 
via I/O connector 6 (shown in figure 2). Activating the specific testing 
command sequence occurs when any of the keys S1-S5 is pressed, and 
deactivating the command sequence occurs when the tests are finished. 
For instance, when SI is pressed (activating), the drive will step to a 
specified track number, "then return to the routine which outputs the drive 
status and awaits a further key operation" (deactivating). [Column 4, line 
55 to column 5, lines 40] 

27. As per claim 20, Titherley teaches the method of claim 1 , wherein: 
u. The information read in corresponds to at least one of a 
manufacture, model, type and size of components of the microcontroller: 
The information is used to initialize components of a certain manufacture, 
model and type, and therefore corresponds to a manufacture, model and 
type. [Column 4, lines 25-45] 

28. As per claim 21 , Titherley teaches the control element of claim 6, wherein: 
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V. The information read in corresponds to at least one of a 
manufacture, model, type and size of components of the microcontroller: 
The information is used to initialize components of a certain manufacture, 
model and type, and therefore corresponds to a manufacture, model and 
type. [Column 4, lines 25-45] 

29. As per claim 22, Titherley teaches the microcontroller according to claim 
10, wherein: 

w. The information read in corresponds to at least one of a 
manufacture, model, type and size of components of the microcontroller: 
The information is used to initialize components of a certain manufacture, 
model and type, and therefore corresponds to a manufacture, model and 
type. [Column 4, lines 25-45] 

Claim Rejections - 35 USC § 103 

30. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

31. Claims 5, 9 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Titherley, U.S. Patent 4,489,414, in view of Simar Jr. et a!., 
U.S. Patent 6,182,203, herein referred to as Simar. 
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32. As per claim 5, Titherley teaches the method according to claim 4, 
wherein the invention shown in figure 2 is a portable, self-contained, engineer's 
diagnostic tool with can be used independent of a host computer for testing and 
controlling (during testing) of another device it is attached to. However, Titherley 
fails to further teach wherein the diagnostic tool is used for testing a device within 
a motor vehicle, and therefore fails to teach the technical operations and 
processes relate to a motor vehicle. 

33. Simar teaches the use of processors in engine control units for motor 
vehicles in Figure 83 and column 88, lines 36-59. Simar also specifically teaches 
the use of their processor for real-time applications being used in engine control 
in column 88, lines 36-59. 

34. It would have been obvious to one of ordinary skill in the art to use the 
disclosed portable diagnostic processor of Titherley to test a vehicle because it is 
portable and can be used independently of a host computer, which one of 
ordinary skill in the art would have recognized as being a benefit when testing 
device in a motor vehicle. This would have provided the motivation to use the 
invention of invention Titherley to test devices within a motor vehicle, and 
therefore having the technical operations and processes relating to a motor 
vehicle. 

35. As per claim 9, Titherley teaches the control element according to claim 6 
wherein the invention shown in figure 2 is a portable, self-contained, engineer's 
diagnostic tool with can be used independent of a host computer for testing and 
controlling (during testing) of another device it is attached to. However, Titherley 
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fails to further teach wherein the control element is for a control unit of an internal 
combustion engine and wherein the internal combustion engine is of a motor 
vehicle. 

36. Simar teaches the use of processors in engine control units for motor 
vehicles in Figure 83 and column 88, lines 36-59. Simar also specifically teaches 
the use of their processor for real-time applications being used in engine control 
in column 88, lines 36-59. 

37. It would have been obvious to one of ordinary skill in the art to use the 
disclosed portable diagnostic processor of Titherley to test a vehicle because it is 
portable and can be used independently of a host computer, which one of 
ordinary skill in the art would have recognized as being a benefit when testing a 
device in a motor vehicle. This would have provided the motivation to use the 
invention of Titherley to test devices within a motor vehicle, and therefore having 
the control element for a control unit of an internal combustion engine of a motor 
vehicle. 

38. As per claim 15, Titherley teaches the microcontroller according to claim 
14 wherein the invention shown in figure 2 is a portable, self-contained, 
engineer's diagnostic tool with can be used independent of a host computer for 
testing and controlling (during testing) of another device it is attached to. 
However, Titherley fails to further teach wherein: the technical operations and 
processes relate to a motor vehicle. 

39. Simar teaches the use of processors in engine control units for motor 
vehicles in Figure 83 and column 88, lines 36-59. Simar also specifically teaches 
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the use of their processor for real-time applications being used in engine control 
in column 88, lines 36-59. 

40. It would have been obvious to one of ordinary skill in the art to use the 
disclosed portable diagnostic processor of Titherley to test a vehicle's 
microcontrollers because it is portable and can be used independently of a host 
computer, which one of ordinary skill in the art would have recognized as being a 
benefit when testing device in a motor vehicle. This would have provided the 
motivation to use the invention of invention Titherley to test devices within a 
motor vehicle, and therefore having the technical operations and processes 
relating to a motor vehicle. 

Response to Arguments 

41 . Applicants arguments filed on 4/14/2005 have been fully considered and 
are found persuasive. However, the arguments are moot in view of the new 
rejections above. 

Conclusion 

The following is text cited from 37 CFR 1 .1 1 1(c): In amending in reply to a 
rejection of claims in an application or patent under reexamination, the applicant 
or patent owner must clearly point out the patentable novelty which he or she 
thinks the claims present in view of the state of the art disclosed by the 
references cited or the objections made. The applicant or patent owner must 
also show how the amendments avoid such references or objections. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kevin P. Rizzuto whose telephone number is 
(571 ) 272-4174. The examiner can normally be reached on M-F, 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eddie Chan can be reached on (571) 272-4162. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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